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DETAILED ACTION 
Elect i on/Res tri c tiona 

1. Restriction to one of the following inventions is required 
under 35 U.S.C. 121 : 

I. Claims 1-8, drawn to a process of making polyester 
bicomponent fibers, classified in class 264, subclass 
172.17. 

II. Claim 9, drawn to polyester bicomponent fibers (of PET 
and PPT), classified in class 428, subclass 373. 

The inventions are distinct, each from the other because of the 
following reasons: 

2. Inventions I and II are related as process of making and 
product made. The inventions are distinct if either or both of 
the following can be shown: (1) that the process as claimed can 
be used to make another and materially different product or (2) 
that the product as claimed can be made by another and 
materially different process (MPEP § 806.05(f)). In the instant 
case, the process as claimed can be used to make another and 
materially different product such as polyester bicomponent 
fibers of PET and a copolyester of PET. The product as claimed 
can be made by another and materially different process such as 
a process including the steps of extruding two sheets of 
different polyesters, laminating the two sheets and 
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longitudinally slitting the two sheets to form bicomponent 
fibers . 

3. Because these inventions are independent or distinct for 
the reasons given above and have acquired a separate status in 
the art in view of their different classification, restriction 
for examination purposes as indicated is proper. 

4. During a telephone conversation with Robert B. Furr, Jr., 
applicant's representative, on 24 March 2006 a provisional 
election was made with traverse to prosecute the invention of 
Group I, claims 1-8. Affirmation of this election must be made 
by applicant in replying to this Office action. Claim 9 is 
withdrawn from further consideration by the examiner, 37 

CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
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States and was published under Article 21(2) of such treaty in the English 
language . 

6. Claims 1, 2 and 4-8 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Ochi et al (EP 1059372 A2) . 

Ochi et al (see the entire document, in particular, 
paragraphs [0009], [0010], [0026], [0034] and [0043]) teach a 
process of making polyester bicomponent fibers as claimed. The 
aspect of a maximum shrinkage spinning rate is inherent in the 
process of Ochi et al principally because Ochi et al teach a 
spinning process using at least two crystallizable polyester 
polymers to make polyester bicomponent fibers having latent 
crimp . 

7. Claims 1, 2 and 4-8 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Koyanagi et al (U.S. Patent Application 
Publication 2003/0052436 Al) . 

Koyanagi et al (see the entire document, in particular, 
paragraphs [0105] - [0107], [0112], [0120], [0297], [0319], 
[0325] and [0341] ) teach a process of making polyester 
bicomponent fibers as claimed. The aspect of a maximum shrinkage 
spinning rate is inherent in the process of Koyanagi et al 
principally because Koyanagi et al teach a spinning process 
using at least two crystallizable polyester polymers to make 
polyester bicomponent fibers having latent crimp. 
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8. Claims 1, 2 and 4-8 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Chang et al (U.S. Patent Application 
Publication 2002/0025433 Al) . Chang et al (see the entire 
document, in particular, paragraphs [0003] , [0005] , [0008] - 
[0026], [0037], [0049] and [0053]) teach a process of making 
polyester bicomponent fibers as claimed. The aspect of a maximum 
shrinkage spinning rate is inherent in the process of Chang et 
al principally because Chang et al teach a spinning process 
using at least two crystallizable polyester polymers to make 
polyester bicomponent fibers having latent crimp. 

The applied reference has a common inventor with the 
instant application. Based upon the earlier effective U.S. 
filing date of the reference, it constitutes prior art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be 
overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived 
from the inventor of this application and is thus not the 
invention "by another, " or by an appropriate showing under 37 
CFR 1.131. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 
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(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

10. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over either Chang et al (U.S. Patent Application 

Publication 2002/0025433 Al) , Koyanagi et al (U.S. Patent 

Application Publication 2003/0052436 Al) or Ochi et al (EP 

1059372 A2) . 

Chang et al (see the entire document, in particular, 
paragraphs [0003], [0005], [0008] - [0026], [0037], [0049] and 

[0053]), Koyanagi et al (see the entire document, in particular, 
paragraphs [0105] - [0107], [0112], [0120], [0297], [0319], 

[0325] and [0341]) and Ochi et al (see the entire document, in 
particular, paragraphs [0009] , [0010] , [0026] , [0034] and 

[0043]) teach a process of making polyester bicomponent fibers 
as claimed, except that these references do not explicitly teach 
the aspect of a maximum shrinkage spinning rate, which would 
have been obvious to one of ordinary skill in the art at the 
time the invention was made in view of any one of these 
references principally in order to manufacture a desired 
polyester bicomponent fiber product (e.g., a product having a 
desired amount of latent crimp) . Polypropylene terephthalate (or 
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PPT) polymer would have been obvious to one of ordinary skill in 
the art at the time the invention was made in view of any one of 
these references principally because the cited references teach 
polyester polymers in general and terephthalate- type polymers in 
particular, and also to manufacture a desired final product. 

Conclusion 

Any inquiry concerning this communication - or earlier 
communications from the examiner should be directed to Leo B. 
Tentoni whose telephone number is (571) 272-1209, The examiner 
can normally be reached on Monday - Friday (6:30 A.M. - 3:00 
P.M. ) . 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael P. Colaianni 
can be reached on (571) 272-1196. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 




Leo B. Tentoni 
Primary Examiner 
Art Unit 1732 
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